TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

! Application for patent filed January 24, 1992. Accord-
ing to applicants, the application is a division of Applica-
tion 07/517,551, filed April 24, 1990, which is a continuation
of Application 07/180,945, filed April 12, 1988, now aban-
doned, which is a continuation-in-part of Application
07/ 038, 302, filed April 14, 1987, now abandoned.
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This is an appeal fromthe exam ner's decision finally
rejecting clains 28 and 5, which are all of the clains stil
pendi ng in the application.

Clainms 28 and 5 read as foll ows:

28. A nethod for produci ng xanthan gum conprising cul -
turing a Xant honobnas canpestris strain having a nodification
of exogenous genetic information capable of conpl enenting an
XgsG nut ati on, wherein said exogenous genetic information
conpri ses exogenous DNA having a restriction map of a segnent
sel ected fromthe group consisting of cl1H5, cl1, c9H7, ¢c82, c9,
a fragnment of c9H7 conprising c9e, a fragnent of ¢82 conpris-
ing c9e, a fragnment of c¢9 conprising c9e, and c9e, and is
obt ai ned from a Xant hononas canpestris strain.

5. The nethod of Claim 28, wherein said strain is capa-
bl e of producing at |east 1 gram of xanthan per liter of
cul ture nmedi um per hour.

The single reference relied upon by the exam ner is:

Rogovin et al. (Rogovin), “Production of Polysaccharide with
Xant hononas canpestris,” Journal of Biochem cal and

M crobi ol ogi cal Technol ogy and Engi neering, Vol. 111, No. 1,
pages 51-63 (1961).

Clainms 28 and 5 stand rejected under 35 U.S.C. § 103 over
Rogovin. W reverse this rejection.

Backgr ound

Xant han gumis an exopol ysacchari de produced by bacteria,
particularly by strains of Xanthononas canpestris. Commer -

cially avail able strains of Xanthonobnas canpestris had been
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used to produce xanthan gumprior to the effective filing date
of this application. Xanthan gumis water-soluble and has a

hi gh

viscosity. Thus it is useful as a thickener in various food
and cosnetic products. The clainmed fernmentation nethod is
characterized by appellants as providing a higher yield of
xant han gum t han had been known in the art prior to this

i nvention. The nethod conprises culturing a strain of

Xant hononas canpestris, wherein the strain has been altered
via the addition of a specific exogenous DNA fragnment. Prior
to being altered by an added exogenous DNA fragnent, the
unnodi fied starting strain of the clainms is a nutant incapable
of xanthan production, referred to as an Xgs nutant. The
source of the added DNA is a genonme of Xanthonbnas canpestris.
The claimidentifies the added DNA by genom c restriction nap

segnents which are carried on plasmds. Each of the
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restriction map segnments clained as the added DNA i s capable
of restoring xanthan production to a nutant strain which has
lost its ability to produce xanthan, i.e. an Xgs  nutation.

See page 9, line 1, through page 11, line 10, and Tables 1 and
2 together with their acconpanyi ng expl anations fromthe
exanpl es of the specification.

D scussi on

Clains 28 and 5 stand rejected under 35 U. S.C. 8§ 103 over

Rogovin. Rogovin discloses a fernentation nmethod in which a

strain of Xanthononas canpestris is cultured under conditions

whi ch are effective for the production of xanthan gum The
strain used in Rogovin was obtained froma depository. The
rejection, as recited on page 4 of the Exam ner’s Answer
st at es:

It woul d have been obvious to one of ordinary
skill in the art to have nade xanthan gum by the
nmet hods of Rogovin et al. enploying a xanthan
gum produci ng strain of Xanthononas canpestris.
Novelty in the starting material and/or the
final product does not necessarily | end
patentability to a known process of making.

The notivation to have used the net hods of
Rogovin et al. would have been that such
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cul turing of Xanthononas canpestris is
essentially the only way to produce xant han
gum and said bacteriumis the original source
of xant han gum

Much of the discussion in the Brief and in the rebuttal
section of the Exam ner’s Answer focuses on the “logic” of the

decision in In re Durden, 763 F.2d 1406, 226 USPQ 359 (Fed.

Cir. 1985) and its applicability to our determ nation of the
obvi ousness of the clained subject matter. The Brief and the

Reply Brief also suggest that In re Kuehl, 475 F.2d 658, 177

USPQ 250 (CCPA 1973) and In re Mancy, 499 F.2d 1289, 182 USPQ
303 (CCPA 1974), respectively, are applicable to the questions

of obvi ousness at issue.

A concl usi on of obvi ousness under 35 U S.C. § 103 is
fact-determ nati ve. Prior decisions in other cases w th
substantially distinct sets of facts do not contro

determ nations of patentability under 35 U S.C. § 103 in
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subsequent applications. As stated in In re Brouwer, 77 F.3d

422, 425-26, 37 USPQRd 1663, 1666 (Fed. Gir. 1996):

The Exam ner erred by resting his prim

faci e case of obviousness on the purportedly
controlling nature of our decision in Durden
rat her than on particularized findings,
required by Gaham 383 U. S. at 17, regarding
a set of one or nore references that would
make the clai ned process obvious, an error
the Board failed to correct. As we clearly
indicated in Inre Dllon, a recent in banc
deci sion, “[w] hen any applicant properly
presents and argues suitabl e nethod clains,
they should be examned in |Iight of al

rel evant factors, free fromany presuned
controlling effect of Durden” or any other
precedent. 919 F.2d 688, 695, 16 USPQ2d 1897,
1903 (Fed. Gr. 1990) (in banc) cert. denied,
500 U.S. 904 (1991). See also In re Cchiai,
72 F.3d 1565, 1570, 37 USPQ2d 1127, 1132
(Fed. Cir. 1995) (“[T]here are not 'Durden
obvi ousness rejections’ or 'Al bertson

obvi ousness rejections,’” but rather only
section 103 obviousness rejections.”).

Havi ng conpared Brouwer’s clains to the prior
art of record, we reverse the rejection of
clainms 8 through 27 as an incorrect concl usion
reached by an incorrect nethodol ogy.

Thus, we review the examner’s findings of fact and fol |l ow

Graham v. John Deere, Co., 383 U S. 1, 148 USPQ 459 (1966) to

avoi d reaching an incorrect conclusion by an incorrect

nmet hodol ogy.
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First we ascertain the scope and content of the prior
art. In this record, the prior art is the teachings of the
Rogovin reference and the art discussed in the specification
of this application at pages 1 through 4, which is consistent
wi th Rogovin. Rogovin teaches that strains of Xanthononas
canpestris were known, as well as nethods of culturing these
strains to produce xanthan gum prior to the filing date of
this application.

In determ ning obviousness, all limtations in a claim
must be given careful consideration to ascertain the
di fferences between the clainmed invention and the prior art.
In this case, the only difference is a difference in the
Xant hononas canpestris bacterial strain that is used in the
culturing nethod. This distinction, however, cannot be
i gnored when di scerning the invention as a whole for purposes
of an analysis under 35 U.S.C. § 103.

Rogovi n does not describe a bacteriumwhich neets the
limtations of clains 28 and 5, herein. Rogovin teaches a
nmet hod of culturing a strain of Xanthonbnas canpestris that

was obtained fromthe ARS Culture Collection at the U S.D. A 's
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Nort hern Regi onal Research Laboratory in Peoria, Illinois.

See t he

Summary and the footnote on the first page of Rogovin. The
strain is designated as Xant honbnas canpestris NRRL B-1459.
The reference is silent as to the genetic history of this
particular strain. W learn from Rogovin that the strain
obtai ned fromthe depository is an Xgs*strain, which
successful ly produces xanthan gum There is no basis upon
which to find that this strain was an Xgs  mutant which has
been conpl enented by a genom c restriction segnent sel ected
fromthe group of genom c segnents set forth in claim28.
The exam ner appears to accept the novelty of the
bacteriumused in the clainmed fernmentati on nethod. The
rejection states at page 4 of the Exam ner’s Answer:
Novelty in the starting naterial and/or the
final product does not necessarily | end
patentability to a known process of naking.
In response to appellants’ argunents on expectation of

success and unpredictability with respect to xanthan gum
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production from nutant bacteria, the exam ner refers to
applicants’

construction of the xanthan-producing nutants in accordance
with the clains. For exanple, the foll ow ng appears in the
Exam ner’s Answer, page 8, lines 10-22:

In the present case, the property in question
I's the presence in the Xanthonbnas canpestris
strain of inserted copies of the DNA which

di rects xant han gum synthesis, conbined with
the fact that the wld type parent strain could
produce xanthan gum Appellants further argue
that it could not have been known that the
genetic nodification did not elimnate the
ability of the strain to produce xanthan gum
However . . . one of ordinary skill would not
have had the expectation that said nodification
woul d have el im nated xant han gum producti on.
To the contrary, one of ordinary skill would have
expected hi gher production due to the rationale
in the art with which the recited strain was
desi gned.

H ndsi ght shall not formthe basis of a conclusion of
obvi ousness under 35 U. S.C. § 103. “Both the suggestion and
t he expectation of success nust be founded in the prior art,

not in applicant’s disclosure.” |In re Dow Chenical Co., 837

F.2d 469, 473, 5 USPQ2d 1529, 1531 (Fed. Cir. 1988). To the
extent that the exam ner’s comments relate to the obvi ousness

of the strains required in clains 28 and 5, no supporting
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evi dence is provided beyond the instant disclosure. The prior
art of record does not show know edge of the critical feature
of the invention; i.e., an addition of the DNA segnents which
are responsi ble for

re-establishing xanthan gum production in an Xgs nmutant. As

the Federal circuit stated in Sensonics, Inc. v. Aerosonic

Cor p.
81 F.3d 1566, 1570, 38 USPQ2d 1551, 1554 (Fed. G r. 1996):

To draw on hi ndsi ght know edge of the

pat ented i nvention, when the prior art

does not contain or suggest that know edge,
Is to use the invention as a tenplate for
its own reconstruction - an illogical and

i nappropriate process by which to determ ne

patentability . . . The invention nust be

vi ewed not after the blueprint has been

drawn by the inventor, but as it would

have been perceived in the state of the

art that existed at the tinme the invention

was nmade. [citations omtted]

Al t hough the level of skill in this art is high, we find

that the person of ordinary skill in this art would not have
been | ed by Rogovin's teachings to resolve the differences

between the prior art and the clainmed invention. Wthout a
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suggestion in the prior art leading to the reconbinantly
conpl enmented Xgs- nutants required in the clained nethod, a
prim facie case of obviousness has not been established.

W are aware that parent application, S.N 07/517,551, of
whi ch the instant application is a divisional, has issued as
U S Patent 5,279,961. Cdaim1l thereof is drawn to a specific
bacterial culture referred to as Xant hononas canpestris strain
X59-1232. This strain falls within the genus of strains
required by claim28 here on appeal. See U.S. Patent
5,279,961 at colums 19 and 20 (the Results section of Exanple
5) together with the relevant information from Exanple 1 of
the patent. Xanthononas canpestris strain X59-1232 is an Xgs
mut ant whi ch has been nodified by a cl restriction fragnent
from Xant hononas canpestris. W presunme fromthe subject

matter clained in this

patent that a species within the scope of claim28 herein is
bot h novel and nonobvi ous. W have no basis on this record to
concl ude that the use of the species clainmed in U S. Patent

5,279,961 to produce xanthan gum woul d ot herwi se have been
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obvi ous to a person having ordinary skill

the tine appellants’ invention was nmade.

Concl usi on

in the prior art at

We reverse the rejection of clains 28 and 5 under 35

UsS C § 103 .

No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

REVERSED

RI CHARD E. SCHAFER, Vice Chi ef

Adm ni strative Patent Judge

TEDDY S. GRON

Adm ni strative Patent Judge
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ELI ZABETH C. WEI MAR

Adm ni strative Patent Judge

McAul ay, Fisher, Nissen
ol dberg & Ki el
261 Madi son Ave.

New Yor k, NY 10016
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